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— 77ie MAILING DATE of this communication appears on ti\e cover siieet beneath the correspondence address— 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE MQNTH(S) FROM THE MAILING DATE 

OF THIS COMMUNICATION, 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
• If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Status 



^f ^Re sponsive to comniunication(s) filed on ^/ ^ ^ ^/ ^ 



□ This action is FINAL 

□ Since this application is in condition for allowance except for fomnal nnatters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 ; 453 O.G. 213. 

Disposition of Claims 

^0!ilaim(s) ^ is/are pending in the application. 

Of the above claim(s) ^ is/are withdrawn from consideration. 

□ Claim(s) \ . is/are allowed. 

^^.^laim(s) " is/are rejected. 

□ Claim(s) is/are objected to. 

□ Claim(s) : are subject to restriction or election 

requirement. 

Application Papers 

□ See the attached Notice of Draftsperson*s Patent Drawing Review, PTO-948. 

^^^e proposed drawing correction, filed on ^ 7' ^ ^ is □ approved Q^isapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 (a)-(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received, 

□ received in Application No. (Series Code/Serial Number) . 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

*Certified copies not received: . 

Attachment(s) 

□ Information Disclosure Statement(s), PTO-1 449, Paper No(s) □ Inten/iew Summary, PTO-41 3 

^^<^otice of Reference(s) Cited, PTO-892 □ Notice of Infomnal Patent Application, PTO-1 52 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 □ Other 
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1 . Applicants request (filed 6/18/02) for an RCE is acknowledged. 

2. Applicant in the 5/9/02 response lists claims 17-21, 29 and 32 as readable on the elected 
species. 

3. The proposed drawing correction and/or the proposed substitute sheets of drawings, filed 
on 5/9/02 have been disapproved because they introduce new matter into the drawings. 37 
CFR 1. 121(a)(6) states that no amendment may introduce new matter into the disclosure of an 
appUcation. The original disclosure does not support the showing of the specific components 
(and quantities thereof) as well as the specific arrangement of the components, within the 
container. 

4. The amendment filed 5/9/02 is objected to under 35 U.S.C. 132 because it introduces new 
matter into the disclosure. 35 U.S.C. 132 states that no amendment shall introduce new matter 
into the disclosure of the invention. The added material which is not supported by the original 
disclosure is as follows: The amendments to page 5 between lines 27-28 and, to page 1 1 after 
line 30. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

5. The drawings are objected to under 37 CFR 1.83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the features of a transport container 
comprised of a plurality of transport devices as set forth in claim 32 must be shown or the 
feature(s) canceled from the claim(s). No matter should be entered. 

A proposed drawing correction or corrected drawings are required in reply to the Office 
action to avoid abandonment of the application. The objection to the drawings will not be held 
in abeyance. 
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6. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claim 32 is rejected under 35 U.S.C. 112, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. There is no proper support in the original disclosure for a transport container 
comprised of a plurality of transport devices as set forth in claim 32. 

8. Claim 32 is rejected under 35 U.S.C. 112, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the invention. 
There is no adequate description nor enabling disclosure of a transport container comprised of a 
plurality of transport devices as set forth in claim 32. 

There is no adequate description nor enabling disclosure of how and in what manner, the 
transport devices are maintained in a desired position with respect to each other and to the 
container, so as to prevent damage to the fuel elements. 

9. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
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the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

10. Claims 17-21, 29, 32 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

There is no support in the original disclosure for stating that there can be more than one 
pneumatic cavity (as indicated by the language "at least one pneumatic cavity" in claims 17 and 
32). 

11. Claims 17-21, 29, 32 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

There is no adequate description nor enabling disclosure of a system with more than one 
pneumatic cavity, nor of how and in what manner the invention would be operative with more 
than one pneumatic cavity. 

12. Claims 17-21, 29, 32 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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There is no proper antecedent basis in the claims for all terms recited (see for example the 
term "air" in the second to the last line in claim 17 and the terms "air inlet" and "the accessible 
end" in claim 29. 

Claim 29 is vague, indefinite and incomplete as to the relationship (if any) of the "air 
inlet", to the "gas inlet" of parent claim 17. 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubhc use or on 
sale in this country, more than one year prior to the date of apphcation for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

14. Claims 17-21, 32 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by any 
of Taylor, Cornic or Butler et al. 

It is noted that appUcants' claims are directed to an apparatus per se . 
It is immaterial to the apparatus as to what length fuel assemblies are placed therein. 
Note that the apparatus of any of the references, is inherently capable of being used with 
fuel assemblies having substantially the same length as the height of the walls. 
It is only necessary that this capability be present. 
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It is well settled case law that limitations or statements of intended use or desired use, do 
not serve to patentably distinguish the claimed structure over that of the references. See In re 
Pearson , 181USPQ 641: In re Yanush . 177 USPO 705: In re Finsterwalder . 168 USPQ 530;In 
re Casey , 152 USPQ 235; In re Otto , 136 USPQ 458; Ex parte Masham , 2 USPQ 2*^^ 1647. 

See MPEP 2114 which states: 

A claim containing a "recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus froni a prior art 
apparatus" if the prior art apparatus teaches all the structural hmitations of the claim. Ex 
parte Masham , 2 USPQ2d 1647. 

Claims directed to apparatus must be distinguished from the prior art in terms of structure 
rather than functions. In re Danlv , 120 USPQ 528, 53 1. 

Apparatus claims cover what a device is, not what a device does. Hewlett-Packard Co. v. 
Bausch&Lomb ., 15 USPQ2d 1525, 1528. 

As set forth in MPEP 21 15, a recitation in a claim to the material or article worked upon, 
does not serve to limit an apparatus claim. 

15. Claims 17-20, 32 are rejected under 35 U.S.C. 103(a) as being unpatentable over any of 
Stelle, Burger or Japan 0041692, in view of Butler et al. 

The claims differ over any of the primary references in the use of a pneumatic system 
rather than a hydraulic system. 

However, Butler et al show it is a conventionally known alternative in the core clamping 
art, that the jacking system can be either pneumatic or hydrauhcally operated (e.g. see page 2 
lines 29-54). 

Accordingly, it would have been prima facie obvious to have modified any of the primary 
references so as to utilize a pneumatic system instead of a hydraulic system, in view of the above 
referenced teachings of Butler et al. 
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16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Harvey Behrend whose telephone number is (703) 305-183 1. 
The examiner can normally be reached on Tuesday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Carone, can be reached on (703) 306-4198. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 305-7687. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1 1 13. 



Behrend/kl 
August 27, 2002 




HARVEY E. BEHREND 
PRIMARY EXAMINER 



